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DETAILED ACTION 

Response to Amendment 

1 . Claims 7, 9, and 15-18 have been cancelled; therefore, Claims 1-6, 8, and 10-14 are currently 
pending in application 10/734,81 1. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful 
in^rovement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

3. Claims 1-6, 8, and 10-14 are rejected under 35 U.S.C. 101 because the independent 
claims fails to meet the machine-or-transformation test, and therefore, fails to satisfy § 
101 requirements. 

4. The machine-or-transformation test is a two-branched inquiry; an appUcant may show that a 
process claim satisfies § 101 either by showing that his claim is tied to a particular machine, 
or by showing that his claim transforms an article. Sec Benson, 409 U.S. at 70. Certain 
considerations are applicable to analysis under either branch. First, as illustrated by Benson 
and discussed below, the use of a specific machine or transformation of an article must 
impose meaningful limits on the claim's scope to impart patent-eligibility. See Benson, 409 
U.S. at 71-72. Second, the involvement of the machine or transformation in the claimed 
process must not merely be insignificant extra-solution activity (i.e. saving data in a database, 
displaying data fi-om a database, sending electronic message). See Flook, 437 U.S. at 590. 
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5. Therefore, because the applicable test to determine whether a claim is drawn to a patent- 
eligible process under § 101 is the machine-or-transformation test set forth by the Supreme 
Court and clarified herein, and independent Claims 1-6, 8, and 10-14 plainly fail that test, the 
claims are rejected. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

7. Claims 1-6, 8, and 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gal et al. (WO 01/52106 A2). 

8. As per independent Claim 1, Gal discloses a method of selectively distributing invitations 

for a plurality of events (Abstract), the method comprising the steps of: storing in an event 
information database (Figs. 1-2, Server 26 - database inherent to server) event information 
about each of a plurality of events (C3 L8-1 1, the user creates a message and provides profile 
information - the message would inherently be saved in order to do a query on members, the 
message could contain a plurality of message types - to include an event or plurality of 
events - the type of message would be nonfunctional descriptive material), wherein the 
event information for each of the plurality of events includes one or more corresponding 
invitee selection criteria (C3 L8-15, profile information); storing in a member information 
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database (Figs. 2 and 4) member information for each of a plurality of members (C3 L8-15, 
database of recipients); for each event of the plurality of events, comparing the stored event 
information obtained from the member information database (Figs. 1-4) and the stored 
member information to identify for each member among the plurality of members all events 
among the plurality of events that match the stored member information for that member 
{system uses profile information attached to message/invitation infiyrmation for matching 
recipients to the message/invitation, pg3,- in the case all events would be the single message 
being matched); storing match information about all of the identified matches, wherein for 
each of at least some of the members among the plurality of members the stored match 
information identifies multiple events among the plurality of events that were detected for 
that member (pgs.5-6, Fig.5, multiple invitations stored per user profile/key number); and 
based on the stored match information, generating and sending an electronic invitation 
message to the electronic mailbox of each member of the plurality of members for which 
matches are identified in the stored match information (C2 LI 1-13, C3 L8-15, C5 L6-12, C6 
L7-13)(C3 L8-15, C4 L5-10), wherein each electronic invitation message invites its 
corresponding recipient to the events for which matches were detected for that corresponding 
recipient (Invitations, Fig.4, C5 L26-27). 

9. Gal fails to expressly disclose receiving an "e-mail" as described by the apphcant, wherein 
each of the plurality of members has a corresponding electronic mailbox for receiving 
electronic communications for storage and later retrieval by that member. 

10. However, Gal does disclose sending invitations which can be done by "e-mail" (pg.4 L8), 
and it would have been obvious to use a variety of available e-mail formats available at the 
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time the invention was made to include an e-mail system that included an electronic mailbox 
for receiving electronic communications for storage and later retrieval by that member, for 
the purpose of providing customers with a wide variety of formats for receiving sent 
messages. 

1 1 . Furthermore, Gals fails to expressly disclose sending "all of the matching events/invitations 
in one e-mail to the user. 

12. However, Gal does disclose combining event information by user/key number (pg.5, 
combined event information disclosed as possible information available), and Gal also 
discloses electronically sending invitation information to users (pg.4). 

13. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included sending "all of the matching events/invitations in one 
e-mail to the use in the system disclosed by Gal, for the advantage of providing a method of 
invitation delivery with the ability to save system resources for both the user and the sender, 
by combining information sent. (See KSR [127 S Ct. at 1739] "The combination of familiar 
elements according to known methods is likely to be obvious when it does no more than 
yield predictable results."). 

14. As per independent Claim 6, Gal discloses a method of selectively distributing invitations 
for a plurality of events (Abstract), the method comprising: storing in an event information 
database (Figs. 1-2, Server 26 - database inherent to server) event information about each of 
a plurality of events (C3 L8-1 1, the user creates a message and provides profile information - 
the message would inherently be saved in order to do a query on members; the message 
could contain a plurality of message types - to include an event or plurality of events - the 
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type of message would be non-functional descriptive material), wherein the event 
information for each of the plurality of events includes one or more corresponding invitee 
selection criteria (C3 L8-15, profile information); storing in a member information database 
(Figs. 2 and 4) member information for each of a plurality of members (C3 L8-15, database 
of recipients), wherein the member information for each of the plurality of members includes 
one or more member preferences (C3 L8-15, C5 L6-12, C6 L7-13); for each event of the 
plurality of events, comparing the stored event information obtained fi'om the member 
information database (Figs. 1-4^ and the stored member information to determine for each 
member among the plurality of members all events among the plurality of events to which 
that member should be invited {system uses profile information attached to 
message/invitation information for matching recipients to the message/invitation, pg3,- in 
the case all events would be the single message being matched) based on (a) matches 
between the member information and the at least one invitee selection criterion for each of 
the plurality of events and (b) matches between the event information and the at least one 
member preference for the respective members (C2 LI 1-13, C3 L8-15, C5 L6-12, C6 L7-13); 
storing invitation information indicating which events among the plurality of events each of 
the plurality of members should receive an invitation to, wherein for each of at least some of 
the members among the plurality of members the stored invitation information identifies 
multiple events among the plurality of events that were detected for the member (pgs.5-6, 
Fig.5, multiple invitations stored per user profile/key number); and based in the stored 
invitation information, generating and sending an electronic invitation message to each 
member of the plurality of members identified in the stored invitation information for 
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receiving an invitation, wherein each electronic invitation message invites its corresponding 
recipient to the events identified for that recipient in the invitation information (Fig.4, pg.5, 
using tables 98 and 100 - electronic message) 

15. Gal fails to expressly disclose sending/generating/receiving an "e-mail" as described by the 
applicant, wherein each of the plurality of members has a corresponding electronic mailbox 
for receiving electronic communications for storage and later retrieval by that member. 

16. However, Gal does disclose sending invitations which can be done by "e-mail" (pg.4 L8), 
and it would have been obvious to use a variety of available e-mail formats available at the 
time the invention was made to include an e-mail system that included an electronic mailbox 
for receiving electronic communications for storage and later retrieval by that member, for 
the purpose of providing customers with a wide variety of formats for receiving sent 
messages. 

17. Furthermore, Gals fails to expressly disclose sending "all of the matching events/invitations 
in one e-mail to the user. 

18. However, Gal does disclose combining event information by user/key number (pg.5, 
combined event information disclosed as possible information available), and Gal also 
discloses electronically sending invitation information to users (pg.4). 

19. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included sending "all of the matching events/invitations in one 
e-mail to the use in the system disclosed by Gal, for the advantage of providing a method of 
invitation delivery with the ability to save system resources for both the user and the sender, 
by combining information sent. (See KSR [127 S Ct. at 1739] "The combination of familiar 
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elements according to known methods is likely to be obvious when it does no more than 
yield predictable results."). 

20. As per Claim 2 and 11, Gal discloses wherein the one or more corresponding invitee 
selection criteria comprises an area of practice (Fig.4, Occupation). 

21. As per Claim 3 and 12, Gal discloses wherein the one or more corresponding invitee 
selection criteria for each of the plurality of events are selected by a sponsor of the respective 
event (C3 L8-15, user creates message with profile). 

22. As per Claim 4 and 13, Gal discloses wherein the one or more corresponding invitee 
selection criteria comprises an identifier that uniquely identifies an individual member (C5 
L6-12, e-mail address). 

23. As per Claim 5 and 14, Gal discloses wherein the one or more corresponding invitee 
selection criteria comprises a list of identifiers, each of which uniquely identifies an 
individual member (e-mail address, web page). 

24. As per Claim 8, Gal discloses wherein, in the comparing step, a decision to invite a given 
member to a given event requires (a) a match between the member information for the given 
member and the at least one invitee selection criterion for the given event and (b) a match 
between the event information for the given event and the member preference for the given 
member. 

25. As per Claim 10, Gal discloses wherein, in the comparing step, a decision to invite a given 
member to a given event requires (a) a match between the member information for the given 
member and the at least one invitee selection criterion for the given event and (b) a match 
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between the event information for the given event and the member preference for the given 
member. 

Response to Arguments 

26. Applicant's arguments filed 1/28/2009, with respect to Claims 1-6, 8, and 10-14, have been 
considered but are not persuasive. The rejection will remain as Non-Final, based on the sited 
prior art and the new 101 rejection. 

27. The Applicant is directed to the clarified rejection above in regards to the submitted 
arguments. 

Conclusion 

28. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jonathan Ouellette whose telephone number is (571) 272-6807. The 
examiner can normally be reached on Monday through Thursday, 8am - 5:00pm. 

29. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
John Weiss can be reached on (571) 272-6812. The fax phone numbers for the organization 
where this application or proceeding is assigned (571) 273-8300 for all official 
communications . 

30. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Office of Initial Patent Examination whose telephone number is 
(703) 308-1202. 
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/Jonathan Ouellette/ 

Primary Examiner, Art Unit 3629 



